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This month we tackle the oath (or dec-
laration) and fees.  T  hese two final 
matters, together with the previously 

discussed title, figure descriptions, claim, 
and drawings, make up the mandatory ele-
ments of a basic design patent application.

Oath or Declaration
Inventor oaths and declarations are not 

required by the U .S. C onstitution, but 
Congress long has believed that such oaths/
declarations help enforce the constitutional 
principle that only “Inventors” receive “the 
exclusive R ight to their ... D iscoveries.”1  
Since C ongress created the oath/declara-
tion requirement, Congress can modify the 
details within constitutional parameters, 
and has done so throughout the years.2

Changes in the oath/declaration reflect 
changing perspectives on what an inventor 
must swear to or declare when applying 
for a patent.3  C  hanges also help oath/

declaration requirements adjust to related 
and evolving laws.  T  he latest changes in 
the oath/declaration requirement became 
effective September 16, 2012 as part of 
section 4 of the L eahy-Smith A merican 
Invents A ct (AIA).4  T  he amendments in 
AIA section 4 apply to any patent applica-
tion filed on or after September 16, 2012.5  
The final rules implementing the new oath/
declaration requirements were published 
on August 14, 2012 following public com-
ment and extensive revision.6 

At its core, the A IA  transforms the 
American patent system from a “first to 
invent” system to a “first inventor to file” 
system.  The change is an effort to harmo-
nize the American system with other “first 
to file” patent systems, while respecting the 
U.S. C onstitution’s requirement that only 
“inventors” receive protection.7  T  he A IA 
also makes sweeping changes in the ability 
of an assignee to file a patent application 
as the applicant,8 and does so to the degree 
that the patent system might now be more 
appropriately described as a “first inventor/
assignee to file” system. 

Under the AIA, the filing date becomes 
critically important, and the switch to “first 
inventor to file” places a new emphasis 
on speed and efficiency when filing a 
patent application.  C  hanges in the oath/
declaration reflect this new emphasis and 
include the following: 1) content changes; 
2) substitute statements; 3) application 
data sheets; 4) assignments; 5) timing; and 
6) reissues.   Major changes in these six 
categories are discussed below.      

Content Changes
The new oath/declaration is shorter and 

simpler than the old one.     Inventors now 
need only 1) identify themselves by legal 
name (rather than by full name),9 2) iden-
tify the related patent application,10 3) 
state their belief that they are “the original 
inventor or an original joint inventor of a 
claimed invention in the application,”11 4) 
state the application was made or autho-
rized to be made by the person executing 
the oath/declaration,12 and 5) acknowledge 
that “any willful false statement made in 
such declaration or statement is punishable 

under 18 USC § 1001 by fine or imprison-
ment of not more than five years, or both.”13  
Additionally, if an application data sheet 
is filed that identifies the legal name and 
address of all joint inventors, this infor-
mation need not be provided in the oath/
declaration.14     

The new oath/declaration no longer 
requires inventors to swear they believe 
they are the “first” inventor (reflecting the 
change to a “first inventor to file” system), 
to state their country of citizenship, or to 
provide their full name (only legal names 
are required).15   Further, the new oath 
cannot include a claim for foreign priority 
and such claims now must be made in an 
application data sheet.16

Also no longer required are express 
statements that the inventor (1) reviewed 
and understands the application including 
the claims and (2) acknowledges the duty 
to disclose all information known to be 
material to patentability.17  Instead, the new 
rules provide that anyone signing an oath 
must have reviewed and understood the 
application including the claims and must 
be aware of the duty to disclose.18  So the 
“review and understand” and “duty to dis-
close” requirements still exist, but they are 
in the rules instead of the oath itself.  Note 
that a legal representative would be wise to 
document that the inventor was advised of 
these legal requirements.

Finally, 37 C FR  1.63 (“oath or decla-
ration”) now expressly authorizes use of 
declarations in place of oaths.  Declarations 
formerly were authorized by a reference 
in section 1.63(a)(1) to 37 C FR  1.68 
(“Declaration in lieu of oath”).19  A  s a 
result of the change, declarations now 
need not include the section 1.68 state-
ments that “willful false statements and the 
like ... may jeopardize the validity of the 
application or any patent issuing thereon” 
and “all statements made of the declar-
ant’s own knowledge are true and that all 
statements made on information and belief 
are believed to be true.”  The only declara-
tion penalty statement now required is that 
“willful false statement made in such dec-
laration or statement is punishable under 
18 U .S.C. 1001 by fine or imprisonment 
of not more than five (5) years, or both.”20

The patent office provides forms for 
both the old and new oath/declarations.21  
The forms are not mandatory, but they are 
strongly recommended.22   If you choose to 
use your own forms, be careful because 
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even small changes can cause the oath/
declaration to be rejected.  

Substitute Statements    
At times an inventor oath or declaration 

cannot be obtained because the inventor is 
deceased, under legal incapacity, cannot 
be found, or refuses to sign.  The procedure 
for dealing with these situations has been 
simplified under the A IA.  U  nder revised 
37 CFR 1.64, if an inventor oath/declara-
tion cannot be obtained, an applicant under 
37 C FR  1.43 (deceased or legally inca-
pacitated inventor), 1.45 (joint inventors), 
or 1.46 (assignee, obligated assignee, or a 
person who otherwise shows sufficient pro-
prietary interest in the matter) may execute 
a substitute statement in lieu of an oath or 
declaration.  Gone is the need to submit a 
petition with proof of pertinent facts under 
37 CFR 1.47.23

The requirements of a substitute state-
ment are set forth in 37 CFR 1.64(b).  A n 
applicant must 1) identify the inventor or 
joint inventor, 2) state upon information 
and belief the facts the inventor is required 
to state, 3) identify the person executing the 
substitute statement and their relationship 
to the inventor, and 4) identify the circum-
stances permitting the person to execute the 
substitute statement.24  Additionally, unless 
such information is provided in an applica-
tion data sheet, an applicant must provide 
1) the residence and mailing address of the 
person signing the substitute statement,25 
and 2) the residence, mailing address, and 
identity by legal name of each inventor as 
provided in section 1.64(b)(4).

The substitute statement also must con-
tain the penalty acknowledgment that “any 
willful false statement made in such state-
ment is punishable under section 1001 
of title 18 by fine or imprisonment of not 
more than 5 years, or both.”26  And like the 
section on oaths/declarations, the section 
on substitute statements provides that a 
person may not execute a substitute state-
ment unless that person has reviewed and 
understands the contents of the application 
and is aware of the duty to disclose material 
information.27  The Patent Office provides a 
form for a substitute statement.28

Application Data Sheets
An application data sheet contains bib-

liographic data arranged in a format speci-
fied by the Patent Office.29  It improves the 
accuracy of filing receipts and recorded 
data30 and has been an optional application 

element in a design patent application.31  
The Patent O ffice provides a form for an 
application data sheet.32

The AIA places increased emphasis on 
the use of application data sheets in three 
areas.   First, claims for foreign priority.  
A  claim for foreign priority formerly was 
made in an oath or declaration, but now 
such a claim must be made in an applica-
tion data sheet.33  Second, identification of 
inventors.  T  he old oath/declaration had 
to identify all inventors.  T  he new oath/
declaration need not identify each inventor 
if the application data sheet indicates the 
legal name, residence and mailing address 
of each inventor.34  Third, postponement of 
oath/declaration filing date.  A  n applicant 
now may postpone the filing date of an 
oath or declaration until the application 
is otherwise in condition for allowance by 
submitting an application data sheet before 
examination that properly identifies each 
inventor.35

Note that either a registered patent 
practitioner or an individual (non-juristic) 
applicant must sign the application data 
sheet.36  An unsigned application data sheet 
will be treated only as a transmittal letter.37

Assignments
The A IA  allows an assignee to file a 

patent application as the applicant.38   37 
CFR 1.63 provides that an assignment may 
also serve as an oath or declaration if the 
assignment includes the information and 
statements required of an oath/declaration 
under paragraphs (a) and (b) of section 
1.63, contains a willful false statements 
clause, and a copy of the assignment is 
properly recorded.   The assignment should 
be recorded no later than the date the issue 
fee is paid.39  Note that 37 CFR 3.31 states 
that the assignment cover sheet “must con-
tain a conspicuous indication of an intent to 
utilize the assignment as the required oath 
or declaration under Sec.  1.63.”

Timing
Under the AIA final rules, an oath/dec-

laration need not be filed with the patent 
application if an application data sheet that 
properly identifies all inventors is filed with 
the application and the applicant pays a 
surcharge fee.40  If such an application data 
sheet is filed and fee paid, the oath/declara-
tion (or substitute statement or assignment/
declaration) need not be filed until the 
application is otherwise in condition for 
allowance.41

When the patent application is in a con-
dition for allowance and an oath/declaration 
has not yet been filed, the patent office will 
issue a notice of allowability and give the 
applicant a set period of time to provide the 
oath/declaration.42  O nce the oath/declara-
tion (or substitute statement or assignment/
declaration) is filed, a notice of allowance 
will issue.43

Reissues
Design patents seldom reissue.  

However, with the growing awareness of 
portion claiming and the benefits of con-
verting solid lines to broken lines to capture 
a greater range of potentially infringing 
designs, reissue design patent applications 
may increase.

The A IA  and final rules revise reissue 
practice and are intended to make reis-
sue application processing more efficient 
and to improve the quality of patents.44  
The changes 1) delete the requirement 
for a reissue inventor’s oath/declaration to 
include a statement that all errors arose 
without any deceptive intent on the appli-
cant’s part, 2) eliminate the requirement for 
a supplemental inventor’s oath/declaration, 
3) require the inventor’s oath/declaration 
for a reissue application to identify a claim 
that the application seeks to broaden if the 
reissue application seeks to enlarge the 
scope of the patent claims, and 4) clarify 
that a single claim with both a broadening 
and a narrowing of the claimed invention is 
to be treated as a broadening.45     

Fees
The last mandatory matter when filing a 

design patent application is to pay the filing 
fee, search fee, and examination fee.  T he 
current fees are listed in 37 CFR 1.16.  If 
the applicant is a small entity, the fees are 
reduced by half.46    If appropriate fees are 
not paid, the application still will receive a 
filing date, but the applicant will be notified 
and given a period of time to pay the fees 
(and surcharge, if any) to avoid abandon-
ment.47  If the applicant has not provided a 
correspondence address, the applicant has 
two months from the application filing date 
to pay the fees (and surcharge, if any) to 
avoid abandonment.48  N ote that there are 
no maintenance fees for design patents.49

So in sum, the mandatory items when 
filing a design patent are the title, figure 
descriptions, claim, drawings, oath/decla-
ration and fees.50  Further, under the AIA, 
if an applicant claims domestic or foreign 
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priority, does not want to include the iden-
tity of all inventors in the oath/declaration, 
or wants to postpone filing an oath/decla-
ration, then an application data sheet is 
mandatory as well.

In future columns we will address 
optional items that may be included in 
a design patent application or filed dur-
ing prosecution.  T  hese items include 1) 
preamble, 2) characteristic feature state-
ment, 3) written description of the design 
drawings, 4) written description of portions 
of the design not illustrated in the design 
drawings, 5) design patent application 
transmittal form, 6) fee transmittal form, 7) 
application data sheet (further discussion), 
8) petition to make an application special, 
and 9) expedited examination.   Many of 
these items are recommended and can 
make the prosecution process more effi-
cient and further strengthen and protect the 
design patent right.   
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