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n part 1 we considered why surveys are

seldom used in design patent cases and

why they may be of more value after
Egyptian Goddess.* We also identified the
biggest challenges in design patent sur-
vey construction and discussed why most
surveys are rejected. Now we are ready to
review the general and specific require-
ments of a design patent infringement sur-
vey and consider construction principles
that likely will make a survey acceptable to
a court and helpful to a jury.

The general requirements for an admis-
sible survey are: (1) a proper “universe”
must be defined; (2) a representative sam-
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ple must be selected; (3) appropriate ques-
tions must be asked in a clear, precise, and
non-leading manner; (4) sound interview
procedures must be followed by competent
interviewers who have no knowledge of
the litigation or the purpose for which the
survey was conducted; (5) the data must be
properly gathered and accurately reported;
(6) the data must be analyzed in accor-
dance with accepted statistical principles;
and (7) the objectivity of the entire process
must be assured.” The specific require-
ments for a design patent infringement
survey are discussed under point (3) below.

(1) The first step in survey construc-
tion is defining a proper “universe.” In
Competitive Edge, Inc. v. Staples, Inc.;* a
case involving a calculator design patent,
the court stated “[tlhe probative value of
a survey depends in large part upon the
‘universe’ of respondents, and the reli-
ability of the survey is diminished if the
universe of desired respondents is errone-
ous or undefined.”® In general, the proper
universe in a design patent case consists of
ordinary observers who intend to purchase
the patented design or who are interested
in the subject.’?

A universe also may include end-users
who did not purchase the patented design,
but whose perspective was considered
when the purchase was made.® When end
users are included, purchasers also must
be included or the survey evidence will
not raise an issue of fact to defeat a motion
for summary judgment.” When a patented
design is only a component of a retail
product, the ordinary observer may be the
industrial purchaser of the patented design
component and not the retail purchaser of
the finished product.?

In Competitive Edge, supra, the court
criticized the survey expert for not initially
defining the universe. When the expert
later defined the universe as “the general
purchasing public with an ability to per-
ceive,” the court stated “[t]he reliability of
the survey is diminished by [the expert’s]
failure to define his target universe, and
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its relevance is greatly harmed by his fail-
ure to focus the survey on the consumers in
the market at issue in this case.’

(2) The second step in survey construc-
tion is selecting a sample population that
accurately represents the universe. If a
sample is unrepresentative, then the survey
will be inadmissible.' If a sample is under
inclusive, then the survey’s reliability will
be seriously diminished,"" and such a sur-
vey may not be capable of raising an issue
of fact to avoid summary judgment.'?

A survey participant need not intend
to actually purchase a product containing
the patented design because there is no
requirement that the product must have
been offered for sale.'® But survey par-
ticipants should be members of the public
who are interested in the type of product
containing the patented design.'*

In Competitive Edge, supra, although
the identified universe was “the general
purchasing public with an ability to per-
ceive,”” the selected sample consisted
only of college students. The survey noted
that college students were selected because
“they were familiar with calculators” and
based on “common sense” the students
represented “a conservative population.”!
The survey did not discuss the differences
between the identified universe and the
selected sample or the consequences that
resulted from the difference. The court
found that “[w]ithout a more adequate
justification ... the underinclusive sample
population seriously diminishes the reli-
ability of the survey.”"

(3) Once a universe is identified and the
representative sample is selected, a sur-
vey must be constructed that (a) includes
appropriate questions framed in a clear,
precise, and non-leading manner.”® In a
design patent survey, the following addi-
tional specific requirements are important
as well:

(b) only the patented design must be
compared to the accused design;

(c) confusion must result from the
designs and not from the sources;

(d) functional aspects of the designs
must be factored out;

(e) the overall ornamental designs must
be compared;

(f) comparison must be made in light of
the relevant prior art;

(g) the comparison must be reasonable;

(h) questions must avoid use of terms
such as “substantial similarity”; and



(i) time and space logistics of the com-
parison must be appropriate.

(a) A reliable survey avoids use of
confusing, ambiguous, or leading ques-
tions.”” The survey also should include
filter questions and “don’t know” or “no
opinion” alternative answers.”® If a survey
only allows for “yes” or “no” answers to
close-ended questions, then the reliability
of the survey will be significantly compro-
mised.?!

In Brainard v. Custom Chrome,?” the
plaintiff moved for a preliminary injunc-
tion and offered a videotaped survey to
show that an ordinary observer would per-
ceive the patented and accused motorcycle
throttle grip designs to be substantially the
same. The videotape depicted twenty-one
individuals who responded to whether cer-
tain motorcycle throttle grips “resemble,”
“substantially resemble,” or “substantially
look like” what appeared to be a drawing
of plaintiff’s patented design. The court
denied the motion for preliminary injunc-
tion and stated “[t]his ‘survey’ is wholly
unscientific, highly suggestive, and of no
use to resolving the issues raised on this
motion.”?

(b) Unlike trade dress or trademark
surveys where market conditions are con-
sidered, the sole focus in a design patent
infringement survey is on the patented and
accused designs. All aspects of the designs
that are visible during the article’s useful
life are considered, including all views of
the design.?® When only a portion of an
article of manufacture is claimed, the focus
for infringement is only on the claimed por-
tion and not on the entire article.?

(c) Likelihood of confusion as to source
is not an appropriate factor for determin-
ing design patent infringement.”® In Am.
Harvest, Inc. v. Icon Health & Fitness, Inc.,*
survey participants were asked whether
products were “from the same company, .

. or from two different companies.” The
court stated such a survey would likely
be highly relevant to claims of trade dress
infringement, but “the survey does little to
shed light on whether an ordinary observer
would be induced to purchase the [accused
design] believing it to be the [patented]
design ....” %

(d) As discussed in part 1, a significant
survey construction challenge exists if the
patented design contains both ornamental
and “functional” features. Before the pat-
ented design and accused design are com-
pared, the functional portions of the design
must be “factored out.”? If they are not, the
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survey will be flawed because it will not be
clear whether the perceived similarity is
based in part on the functional features.*

The functionality issue in survey con-
struction is challenging for several reasons.
It is unclear whether the standard for
functionality is a “dictated by” standard,
or whether it includes considerations such
as whether the design is the “best” design
such as in trade dress functionality.?!
Further, the principles for determining
what the “function” of an article is remain
unclear, and it is not settled whether func-
tionality in the claim construction context is
a question of law for the court or a question
of fact for the jury.*

If the functionality issue is treated as a
matter of law, then an advance ruling can
be requested from the court on what, if any,
portions of the design are functional before
the survey is constructed. If functionality is
treated as a factual issue for the jury, then
options may be (i) bifurcation, (ii) multiple
surveys, and (iii) an educated prediction.

It also is unclear how the “factoring out”
process is to be incorporated into a survey.
At least two general approaches may be
possible. First, survey respondents can be
asked expressly to ignore the functional

INTELLECTUAL PROPERTY TODAY MAY, 2012

design elements. For example, in OddzOn

Products v. Just Toys,*

a case involving a
design for a football with tail and fins, the
court stated “the survey did not ask the
respondents whether they believed that
there was overall similarity apart from the
fact that both the design and the accused
products were essentially footballs with
tails and fins.”** This statement suggests
that a potential way to solve the functional-
ity problem in surveys is to expressly ask
participants about the basis for similarity.
The advantage of this method is that it is
easy to do. A disadvantage may be that it
introduces a conscious and seemingly arti-
ficial mental step into the decision-making
process.

A second approach that might work in
some circumstances is to build functional-
ity into the survey so respondents need not
make a conscious choice to ignore func-
tional elements. A functional design might
be added to the mix of prior art designs that
an ordinary observer can distinguish from
the patented design. For example, in the
0ddzOn Products case, a generic football
with a generic tail and fins could have been
one of the designs the survey respondents
were shown (and were able to distinguish
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from the patented design) before they made
the comparison between the patented and
accused designs.* If the respondents saw
the generic design and were able to distin-
guish it from the patented design, and if the
respondents still showed confusion between
the patented and accused designs, then it
would be reasonable to conclude that the
confusion resulted from ornamental simi-
larity apart from the patented and accused
designs being “essentially footballs with
tails and fins.”
(e) The

requires consideration of all ornamental

ordinary observer test
features of the design as a whole and not
merely isolated portions of the patented
design.*

() In Egyptian Goddess v. Swisa,”
the Federal Circuit held that under the
ordinary observer test, the patented and
accused designs must be compared in light
of the relevant prior art. As discussed in
part 1, the prior art requirement makes a
survey challenging because the typical real
world purchaser (and survey participant)
usually is not familiar with all relevant prior
art designs. Survey participants must be
educated on the prior art and demonstrate
an ability to distinguish the patented design
from the prior art (so they possess the ordi-
nary observer’s presumed ability to make
such distinctions). If the survey improperly
includes or omits relevant prior art, its
probative value likely will be significantly
affected. Therefore, a pre-survey ruling
from the court on relevant prior art should
be helpful.

(g) A survey must contain reasonable
comparisons. If it does not, it likely will
be rejected. In Competitive Edge, supra,
an embodiment of the patented calculator
design was compared against the accused
design. The embodiment was purple, and
of all the calculators used for comparison,
only the accused calculator was purple.
The court stated that since the patented
and accused calculators were the only two
purple calculators used in the experiment,
“there is no way to determine whether
the students were remembering anything
about the design of the calculator that they
had previously seen as opposed to merely
recalling its color.”*

A&E  Prods.
Group L.P.;” the patented design was a

In Spotless Enters. wv.

hanger with a dominant design feature of
upswept arms. Survey participants were
shown a drawing of the patented design.
Participants then were shown a collection
of other hangers (including the accused
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design) and asked “[d]o you think any of
these hangers are the same as the hanger in
the drawing?”*® The court found the survey
to be severely flawed because none of the
hangers shown in the survey, other that the
accused hanger, had upswept arms.

In Black & Decker, Inc. v. Pittway

Corp., "

survey participants were shown a
print advertisement displaying a variety
of household products including only one
flashlight, which was an embodiment of
the patented design. The advertisement
was removed and participants were asked
what items they recalled. Participants who
recalled a flashlight were taken to a room
with a number of household products on
display, including only one flashlight,
which was the accused design. The par-
ticipants then were asked which products
on display they had seen in the advertise-
ment. According to the survey, 88% of the
people incorrectly identified the accused
design as the patented design. The court
found the survey to be non-probative of any
confusing resemblance between the pat-
ented and accused designs and stated the
survey “suggests only that the respondents
identified both the [patented and accused
designs] as rechargeable flashlights.”*?

(h)  Courts have rejected surveys that
use legal terms such as “substantial simi-
larity” when it is unclear whether the
survey participant had the proper defini-
tion in mind when responding. For exam-
ple, in Minka Lighting, Inc. v. Crafimade
International, Inc.,” a survey was rejected
because it did not include a precise defini-
tion for the term “substantial similarity.”
The court could not determine whether
some respondents had found substan-
tial similarity between the patented and
accused design simply by applying some
standard of their own.

(i) The ordinary observer test asks
whether the resemblance between a pat-
ented and accused design is such that an
ordinary observer, who gives such atten-
tion as a purchaser usually gives, will
be deceived into purchasing the accused
design supposing it to be the patented
design. It is not yet clear from the case law
how the time and space logistics of this
hypothetical purchasing decision are to be
replicated in a survey.

In Crocs, Inc. v. ITC* the Federal
Circuit stated “[tlhe proper comparison

requires a side-by-side view of the ... pat-

ent design and the accused products.”*
However, this view seems inconsistent with

the Supreme Court’s opinion in Gorham
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v. White." In Gorham, the Supreme Court
relied heavily on expert testimony, and
several experts based their opinions on
comparisons that were not conducted side-
by-side.

In Competitive Edge, supra, certain cal-
culators were shown to survey participants
on one day. Then two days later, other cal-
culators were shown and the participants
were asked if they thought they had seen
the same calculators more than once. The
court criticized the procedure and stated
there was no evidence “that a 48-hour
delay has any bearing on the conditions
under which purchasers of the products,
whom Plaintiffs admit to be sophisticated
consumers of advertising and promotional
specialties, make their buying decisions.”*
The court then engaged in its own analysis
of the differences between the patented
and accused designs without explaining
whether its own comparative process had
any bearing on the conditions under which
purchasers made their buying decisions.

One approach that appears reasonable
is to match the survey protocol with what
typically happens in real life. For example,
in Amerock Corp. v. Unican Sec. Systems
Corp.," the designs involved kitchen cabi-
net hardware. Testimony at trial established
that the ordinary observer was the ultimate
consumer. The testimony also established
that the hardware consumers generally did
not have the opportunity to view differ-
ent designs of hardware simultaneously.
The court stated “[t]herefore, differences
between the patented and the accused
design that are apparent in a side-by-side
comparison will not necessarily dictate a
finding of non-infringement.”*

In addition to the matter of how much
time and distance should exist between
viewing the patented design in light of the
prior art and viewing the accused design,
an issue exists of how much time and atten-
tion survey participants should be allowed
when viewing the designs. Current case
law suggests that a purchaser normally
gives less attention to products that are less
expensive and bought on impulse.™

(4) To be reliable, a survey should be
conducted in a double-blind manner where
neither the interviewers not the respondents
are aware of the purpose of the survey or
its sponsor.”® Double-blind conditions are
essential “because if the respondents know
what the interviewer wants, they may try to
please the interviewer by giving the desired
answer, and if the interviewer knows what
his employer wants, he may consciously



or unconsciously bias the survey through
variations in the wording or the tone of his
questions.”” When both the administra-
tors and the respondents know the survey
is intended for use in a patent infringe-
ment case, the reliability of the survey is
limited.”

(5) The data from a survey must be gath-
ered properly and then recorded and clas-
sified consistently and accurately. When
there are inconsistencies in the testimony
concerning how the data was collected,
multiple people administering the survey
with no uniform method of administration,
and a possibility that respondents took the
survey more than once, a court’s confidence
in the reliability of the survey’s collected
data will be gravely diminished.*

(6) The data gathered in a survey must
be analyzed according to accepted statisti-
cal principles.®

(7) As a general matter, the entire survey
process must be objective. In addition to
the above requirements, the survey must be
conducted independently of the attorneys
litigating the case.”®

A survey for design patent infringement
must be carefully constructed to measure
the one issue relevant in a design patent
case - whether the accused design infringes
the patented design under the ordinary
observer test. Since the comparison must
be made in light of the relevant prior art
with any functional features of the patented
design factored out, the survey is different
from surveys used in trademark and trade
dress law.

Design patent surveys have many chal-
lenges and most survey results have not
been well received by the courts. But post-
Egyptian Goddess, the value of surveys
should be reconsidered. For litigants who
want to offer the court and jury more than
just the patented and accused designs, the
prior art, and argument, design patent
infringement surveys hold promise for per-
suasive empirical evidence that may well

be worth the effort. @
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